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Geographical Indicators: A Unique
European Perspective on Intellectual
Property
By EVA GUTIERREZ*

Introduction
In a recent case before the World Trade Organization (WTO), the
European Union (EU) advocated robust protection for geographical
indicators, much to the opposition of the United States and Australia.1 A
geographical indicator (GI) is a form of intellectual property (IP) denoting
a product's geographical origin. Within the EU, strong GI protection is
given to agricultural products through a registry system. In March 2005,
the WTO presented a decision that can be read as a victory for the United
States and a setback for Europe. The ruling allows American brewer
Anheuser-Busch to continue to market its trademarked beer "Budweiser"
within the European Communities. The Czech Republic had complained
that the mark infringed on its GI protection of the beer Budejovicky, which
translates into "Budweiser." Although the United States criticizes the
European perspective of GIs, the robust GI protection the EU provides to
its Member States is both a valid and ingenious way of utilizing IP for
national economic and social growth.
In the modem world, IP, which traditionally refers to patents,
copyrights and trademarks, is one of the most valuable commodities for
developed countries. "Intellectual property assets are gaining ground as a
measure of corporate viability and future performance. In 1982, some 62
percent of corporate assets in the United States were physical assets, but by

* Associate, Covington & Burling, Washington D.C.; J.D., University of Pennsylvania Law
School, 2005.
1. Panel Report, US Complaint Concerning EC Protection of Trademarks and
GeographicalIndicators of AgriculturalProducts and Foodstuffs, WT/DS 174/R (Mar. 15,
2005) [hereinafter WTO Ruling].
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2000, that figure had shrunk to a mere 30 percent.",2 In particular,
businesses can find tremendous value in their company trademark, the form
of IP most similar to GIs. A trademark is a product symbol that
communicates a message to the consumer about what she is buying. Not
only do customers select a product because the mark indicates that it is of a
certain quality, but the World Intellectual Property Organization (WIPO)
states that customers also "choose a product because its brand seems to
represent a way of life or a set of ideas." 3 For example, for many
customers, the appeal of an Apple computer is not just its user-friendly
interface, but the image the Apple brand denotes: a hip and modem
lifestyle. These same assumptions can be associated with GIs. When a
product is designated as from a particular region, such as Roquefort cheese,
a customer might not only be targeting a certain type of taste, but also the
elitist image the GI represents.
The EU realizes the tremendous economic value in GIs, much like the
rest of the world has with trademarks. The increased GI protection it
advocates, however, comes at the disadvantage of other countries, like the
United States. While the primary international agreement on IP (the
Agreement on Trade-Related Aspects of Intellectual Property) sets out
minimum standards, it does not dictate the GI system that WTO Members
must implement. This has resulted in a variety of frameworks and
subsequent disagreements.
The intent of this essay is to explain why the European perspective on
strong GI protection is a resourceful way for the EU to benefit both
economically and socially from IP. As I will clarify, the EU has a unique
position in the international world. The use of GIs is a way for the
European Communities to preserve their trade alliance among Member
States, while maintaining distinct national identities and bolstering local
industries. In order to better orient the reader, the essay is separated into
five sections. Section I explains the similarities and differences of
trademarks and GIs; Section II provides a brief overview of the
international agreements that govern GIs; Section III discusses the way in
which the EU provides GI protection, as compared to the United States;
Section IV refutes critiques of the European GI registry system; and
Section V concludes the essay with an analysis of how the recent WTO
ruling on GIs supports the European perspective.

2. World Intellectual Prop. Org. [WIPO], Intellectual Property: A Power Tool for
Economic Growth, WIPO Pub. 888 at 55 (2003) (preparedby Kamil Idris).
3. Id. at 177.
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I. Trademarks vs. Geographic Indicators
Trademark law gives the owner of a trademark the exclusive right to
mark in commerce.4 Therefore, the owner can prevent others from
that
use
using its mark or one that is similar enough to cause customer confusion.
In order to be granted legal protection, the owner must establish that its
trademark is valid and deserving of the right to protection.5 The advantage
of trademark law for the consumer is that she can be assured that her
selected product is of a certain quality, knowing that it is from a particular
business. The advantage for a business is continued patronage and
consumer brand loyalty as a result of easy identification.6 A reputable
trademark with positive customer recognition can be the most valuable IP
asset a business possesses. For example, "the trademarks Coca-ColaTM and
MarlboroTM [are] extraordinary economic assets in terms of return on the7
them.",
original and continuing investment made in creating and protecting
Another form of IP similar to a trademark is the GI (geographical
indicator). A GI is a way in which a customer can identify the source or
geographical origin of a product, "denoting the quality and reputation of
regionally distinct agricultural goods for purposes of product recognition
on the international market.",8 While a trademark allows the consumer to
choose between wines from the Robert Mondavi or Pascal Bouchard
wineries, a GI allows the consumer to decide between a bottle of Chianti or
Bordeaux. 9 The GI instructs the consumer that a wine is made from a
particular grape from a particular region, with a certain quality or taste. In
his piece, "Conflict, Confusion, and Bias under TRIPs Articles 22-24,"
legal scholar Kevin Murphy uses the example of wine to explain the
importance of GIs.' 0 He writes that the GI "does more than indicate the
origin of the good. It denote[s] a guarantee of quality and distinctiveness
derived from a combination of unique regional, environmental, and human
influences, such as climate, soil, subsoil, plants and special methods of

4. Xuan-Thao N. Nguyen, NationalizingTrademarks:A New InternationalTrademark
Jurisprudence?,39 WAKE FOREST L. REv. 729, 735 (2004).
5. Id.at 736.
6. Id.at 740.
7. ldris, supra note 2, at 156.
8. Kevin M. Murphy, Conflict, Confusion, and Bias Under TRIPs Articles 22-24, 19
AM. U. INT'LL. REv. 1181, 1184 (2004).

9. Molly Torsen, Apples Oranges (and Wine): Why the International Conversation
Regarding Geographic Indications is at a Standstill, 87 J. PAT. & TRADEMARK OFF. SOC'Y
31(2005).
10. Murphy, supra note 8, at 1185.
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production"-all in just one word."
The GI signifies not a business, but a regional reputation. Academic
Elizabeth Barham, in an essay on French wine labeling, also highlights the
importance of GIs, stating "the law and policies of geographical indications
hold the potential of re-linking production to the social, cultural and
environmental aspects of particular places, further distinguishing them
from anonymous mass produced goods, and opening the possibility of
increased responsibility to place."' 2 Unlike a trademark in which the mark
is linked to a particular individual or business, a GI is a signifier of a
particular character or
region-a form of communal property shared by the
3
region's producers.'
There is currently little international consensus on the appropriate
framework for GI protection. Some countries, including the United States,
use only trademark law. Other countries, led by the EU, advocate separate
robust GI protection in coexistence with trademark law. There are several
ways in which countries provide GI protection, including: "(1) sui generis
legislation or decrees, (2) a register of indications, and (3) laws against
14
unfair competition or tort law."'
II. GI Protection in International Treaties
Historically, three agreements began the practice of international
protection for designations of origin with mostly European countries as
signatories.
Currently, however, the primary international agreement
governing IP is the Agreement on Trade-Related Aspects of Intellectual
Property Rights (TRIPs). It is this agreement that provides the basis for
international GI protection for WTO Members.
A. HistoricAgreements
GI protection within the international community began with the Paris
Convention for the Protection of Industrial Property in 1883.'5 Legal
scholar Molly Torsen asserts that the protection for GIs from this
convention is weak, because the convention does not define the concept of

11. Id. at 1185-1186.
12. Torsen, supra note 9, at 31 (citing Elizabeth Barham, Translatingterroir: the global
challengeof FrenchAOC labeling, 19 J. RURAL STUDIES 127, 129 (2003)).
13. Marsha A. Echols, Expressing the Value of Agrodiversity and its Know-how in
InternationalSales, 48 How. L.J. 431, 449 (2004).
14. Idris, supra note 2, at 179.
15. Paris Convention for the Protection of Industrial Property, Mar. 20, 1883, as last
revised July 14, 1967, 21 U.S.T. 1583, 828 U.N.T.S. 305 [hereinafter Paris Convention].
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a GI. 16 Instead it simply prohibits signatories from importing goods
containing false indications of geographic origin.1 7 The United States is
among the 100 signatories, likely because the convention focuses on other
forms of IP. According to Xuan-Thao N. Nguyen, an IP law professor at
Southern Methodist University, the Paris Convention is considered an18
ineffective agreement because it contains no true enforcement provisions.
Like Torsen, he asserts that the convention does not have a substantial
provision for GI protection, leaving the signatories to devise "border
false indications without defining the conditions for
measures for
'9
protection."'
The Paris Convention was followed by the Madrid Agreement for the
Repression of False or Deceptive Indications of Source of Goods in 1891.20
Mostly European countries, such as France, Spain, Switzerland and the
United Kingdom, were original signatories of this agreement. The treaty
provides a slightly higher level of protection for GIs with 34 signatories as
of July 2004. Member nations agreed to "implement border measures and
provide protection against misleading geographic indications.'
However,
critics say its impact has also been minimal.2 2
A third international agreement providing protection for GIs is the
Lisbon Agreement for the Protection of Appellations of Origin and Their
International Registration in 1958.23 The Lisbon Agreement is one of the
treaties administered by WIPO that binds 21 signatories on GI protection.
This agreement sought to establish an international system of registration
for GIs. It specifically defines "Appellations of Origin" (or GI) as:
[T]he geographical name of a country, region, or locality, which serves
to designate a product originating therein, the quality and characteristics
of which are due exclusively or essentially to the geographical
environment, including natural and human factors .... The country of
origin is the country whose name, or the country in which is situated the
region or locality whose name, constitutes the appellation of origin

16. Torsen, supra note 9, at 34.
17. Id. at 34; Paris Convention, supra note 15, at art. 10.
18. Nguyen, supra note 4, at 758.
19. Id. at 759.
20. Madrid Agreement for the Repression of False and Deceptive Indications of Source
on Goods, Apr. 14, 1891, 828 U.N.T.S. 163 [hereinafter Madrid Agreement].
21. Nguyen, supra note 4, at 759.
22. Torsen, supra note 9, at 34.
23. Lisbon Agreement for the Protection of Appellations of Origin and Their
International Registration, Oct. 31, 1958, 923 U.N.T.S. 205 [hereinafter Lisbon Agreement].
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24
which has given the product its reputation.

The protection even extends as far as preventing designations of
imitation-style goods. For example, Article 3 states that "[p]rotection shall
be ensured against any usurpation or imitation, even if the true origin of the
product is indicated or if the appellation is used in translated form or
accompanied by terms such as 'kind,' 'type,' 'make,' 'imitation,' or the
like., 25 Furthermore, the agreement prohibits a GI from being considered
generic if the GI is protected in the country of origin.2 6
Professor Nguyen writes that neither the Madrid Agreement nor the
Lisbon Agreement garnered much international recognition.2 7 In particular,
he states that the Lisbon Agreement is criticized as being representative of
an "Old World philosophy and absolutist commercial viewpoint," with
which countries like the United States disagree. 28 Therefore, the United
States is not a signatory to either agreement.29
B. The TRIPs Agreement
The Paris Convention, the Madrid Agreement and the Lisbon
Agreement were all precursors to the articles governing GIs in the WTO's
Agreement on Trade-Related Aspects of Intellectual Property Rights
(TRIPs). 30 The TRIPs Agreement resulted from the 1994 Uruguay Round,
with the support of most of the developed countries. It is essentially an
extension of the Berne Convention for Literary and Artistic Works 3' and
the Paris Convention for governing IP. Designed to reduce the barriers
associated with international trade, as well as provide enforcement
mechanisms and dispute settlement procedures, TRIPs is the major
international agreement governing IP. It is designed to change both
national and international law, and relies primarily on the principles of

24. Id. at art. 2.
25. Id. at art. 3.
26. Id. at art. 6.
27. Nguyen,supra note 4,at 760.
28. Id.
29. The United States became a party to the Protocol Relating to the Madrid Agreement
Concerning the International Registration of Marks on Nov. 2, 2003.
30. Agreement on Trade-Related Aspects of IP Rights, Apr. 15, 1994, Marrakesh
Agreement Establishing the World Trade Organization, Annex IC, Legal InstrumentsResults of the Uruguay Round, arts. 22-24, vol. 31, 33 I.L.M. 81 (1994) [hereinafter
TRIPS].
31. Berne Convention for the Protection of Literary and Artistic Works, Sept. 9, 1886,
102 Stat. 2853, 1161 U.N.T.S. 3 [hereinafter Berne Convention] (did not enter into force
with respect to the United States until March 1, 1989).
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32
national treatment, minimum standards, and reciprocity.
When it comes to the protection of GIs there was little consensus
during TRIPs negotiations, according to academic Kevin Murphy.33
Murphy explains that the "New World" producers, many of whom are in
the United States, opposed the "Old World" producers' (primarily Europe)
efforts to incorporate strong GI protection into TRIPs.34 GI protection is
addressed in Articles 22 to 24 of TRIPs. The general purpose behind these
Articles is to define a minimum standard of international GI protection in
order to avoid misleading consumers and to prevent unfair competition.3 5
Whether TRIPs is an effective agreement in this area is questionable.
Harry N. Niska of University of Minnesota Law School asserts that the GI
provisions produce ambiguity in international trade and "most significantly,
disadvantage an entire category of producers through substantive
inconsistency, which is untenable. 36
TRIPs provides for two types of GI protection, one for wines and
spirits and another for all other products. Article 22 lays out the definition
and requirements for a GI. "Geographical indications" are defined as:
[I]ndications which identify a good as originating in the territory of a
Member, or a region or locality in that territory, where a given quality,
reputation or other characteristic
of the good is essentially attributable to
37
its geographical origin.

TRIPs protection is limited to the place of origin, and does not include
"other human factors," such as methods of production or manufacture.38
Article 22 requires Member Countries to amend their national laws "to
allow parties to prevent the use of any indicator that falsely represents the
origin of a good in a way that misleads the consumer., 39 Additionally, the
Article prohibits the use of marketing techniques that could mislead
consumers as to the nature or quality of the good.4 ° It requires Members to
"prevent the registration of false or inaccurate and misleading geographical

32. Jacqueline Naci Land, Global IP ProtectionAs Viewed Through the European
Communities' Treatment of GeographicalIndications: What Lessons Can TRIPs Learn?, 11
CARDOZO J. INT'L & COMP. L. 1007, 1011 (2004).
33. Murphy, supra note 8, at 1186.
34. Id.
35. Torsen, supra note 9, at 39.
36. Murphy, supranote 8, at 1229.
37. TRIPS, supra note 30, at art. 22(1).
38. Torsen, supra note 9, at 36. The Lisbon Agreement included "other human factors"
which was read to include methods of production and manufacture.
39. Murphy, supra note 8, at 1187; TRIPS, supra note 30, at art. 22(3).
40. TRIPS, supra note 30, at art. 22(3).
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indicators as trademarks. 4 1 In practice, however, oriGIn, an international
organization of producers for GI protection, argues that Article 22 is a
failure, stating that it "does not allow producers to be protected against
who are too often
abuses of their name and does not protect consumers
42
misled as to the true origin of the products they buy.",
Article 23 of TRIPs specifically addresses wines and spirits, giving
them a higher level of protection at the urging of the European
Communities. It explicitly prohibits the registration of a wine or spirit
trademark with a false or inaccurate GI.43 It also requires each Member
Country to provide legal means for parties to prevent the use of GI of a
wine or spirit for one that does not actually originate in the origin the GI
designates, even when accompanied by expressions such as "kind," "type,"
"style" or "imitation., 44 As part of a more controversial decision, the
Article directs Member Countries to negotiate amongst themselves with the
goal of creating a multilateral registration system for any wine GI that
receives protection in Member Countries.4 5
Finally, Article 24 of TRIPs pertains to exceptions from GI protection.
It provides an exception for producers who have used a particular GI of a
wine or spirit of another Member State if its use has existed for (a) at least
10 years preceding April 15, 1994 or (b) in good faith preceding that date.46
This provision can be read to encompass those terms of wines and spirits
that have become "generic" in certain Member Countries.4 7 According to
Jon Dudas, Deputy Under Secretary of Commerce for IP, the United States
"agreed to the European demands for Article 23 because the TRIPs
Agreement included this exception which protects [U.S.] industries. ' '4 For
illustration, Dudas gave the example of the U.S. word 'chablis' to refer to
various types of white wine.49 Because it is a generic word in the United

41. Murphy, supra note 8, at 1188.
42. Press Release, oriGIn, Producers from all over the world call on WTO Members to
Agree on a Better Protection for Geographical Indications in Cancun, (Sept. 9, 2003), at
<www.origin-gi.com/article.php?sid=104> (visited Nov. 14, 2005).
43. TRIPS, supra note 30, at art. 23(2).
44. Id. at art 23(1).
45. Id. at art 23(4).
46. Id.
47. Torsen, supra note 9, at 38.
48. Jon W. Dudas, Deputy Under Secretary of Commerce for IP and Deputy Director
of the United States Patent and Trademark Office, Statement before H.R.
at
22,
2003),
(July
on
Agriculture
Comm.
(visited Apr. 6,
<www.uspto.gov/web/offices/com/speeches/stratplan2003apr03.htm>
2005).
49. Id.
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States, the United States can continue to use 'chablis' as a synonym for
white wine, escaping a violation of Article 23." Additionally, Article
24(5) protects those good faith trademarks that were registered before a
conflicting GI in another Member Country. Furthermore, Article 24(1)
details how international negotiations in the area of GIs should take place,
specifying that Member Countries cannot invoke Article 24 to refuse from
negotiating the registration system provided for in Article 23.
Enforcement of TRIPs provisions is generally covered by Articles 41
through 61. Article 41(1) requires Member Countries to implement
enforcement procedures into their own national legislation. Article 41(5)
ensures that the holder of the IP right is entitled to the remedies of
injunction, damages and disposal of infringing goods, and entitles
jurisdiction to the Member Country's national court.
There are two central debates concerning GIs and the TRIPs
Agreement. One pertains to the creation of the Article 23 multilateral
registration system of wines and spirits, and the other is whether to extend
the increased protection of wine and spirits to other goods.5 In relation to
the registry, academic Molly Torsen writes that there are two competing
views. Some Member Countries, including the United States, propose a
voluntary GI database, with individual countries deciding whether or not to
participate. In contrast, the EU proposes a mandatory registration system,
whereby the registration of a GI "would create the presumption that the GI
would be protected in all countries, and after registration, no country could
refuse protection of that GI after an 18-month grace period., 53 The
negotiations for the GI registry system for wines and spirits began at the
Fourth Ministerial Conference held in Doha, Qatar in 2001 and were to be
completed at the Fifth Ministerial Conference in Cancun, Mexico in 2003.
The negotiations in Cancun did not conclude in a definitive result. The
second debate regarding increased GI protection to other products, namely
foodstuffs is the focus of the subsequent sections of this essay.
III. A Comparison of European and American Protection of GIs
A. Protection of GIs within the European Communities
As previously stated, the United States is critical of the robust GI
protection the EU provides to its Member States. Yet, because of the
50.
51.
52.
53.

Id.
Torsen, supra note 9, at 39.
Id.
Id.
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strong pecuniary and social interest the European Communities have in this
form of IP, it is not difficult to understand why the Communities are so
eager to protect it. In essence, the use of GIs is a way in which Europe can
balance a unified trade alliance while preserving its separate national
identities. Unlike the United States, the EU is a collection of individual
countries with differing cultures. While these countries have formed an
alliance with one another via the EU to preserve international power, the
Communities also wish to maintain the distinctness of each nation. The use
of GIs is an ingenious way to both protect these separate local industries
and benefit financially.
The European Communities realize that GIs have the same strategic
economic effects that trademarks do, but for a defined region rather than a
single business. As WIPO emphasizes, "regional specialties may have
their stature enhanced in the eyes of the consumer when a regional
collective and its members enjoy the exclusive right to use the particular
geographical indication., 54 This is particularly the case for gourmet
products, such as wine and cheese, but can also be applied to other
products, such as clothing or rugs.55 Of course, when the world thinks of
wine and cheese, it is not Canada or India that immediately comes to mind.
It is France, Italy, and many other European countries. Just like a
trademark, a GI adds marketing power to a product, particularly if that
product's geographical origin is famous for its high quality. Europe is
largely known for its fashionable, elitist products-its distinct French,
German, or Swiss delicacies. It is no surprise that the EU would want to
take advantage of this powerful tool to reap increased economic value out
of its established reputations. Additionally, from a social perspective,
using GIs helps nations maintain their distinct identities, which is more
difficult as the prominence of the EU as a unified whole has increased.
Murphy argues that in Europe the recognition of a proprietary interest
in GIs stems from centuries ago.5 6 He writes that the French idea of
protecting "produits de terroir" extend as far back as 1824. During this
year, the French legislature gave producers their first proprietary interest in
"appellations of origins," with the ability to vindicate that interest before a
judge or government agency.57 Harsh criminal penalties were imposed on
58
those who falsely designated their goods' origin.

54.
55.
56.
57.
58.

Idris, supra note 2, at 780.
Id.
Murphy, supra note 8, at 1188.
Id.at 1191.
Torsen, supra note 9, at 35.
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However, whether GIs have deep historical roots or not, is beside the
point. It is because the European countries have formed and strengthened
the EU alliance that GI protection now becomes critically important. If
European countries lose their unique regional reputations, the market
power and tourist attraction of both the individual Member Country and the
EU as a whole will decrease tremendously. For example, recently the
demand for French wine has been declining, and many small vineyards are
facing bankruptcy.5 9 Some such vineyards suggested departing from GI
labeling and turning to more common grape names, such as Merlot or
Chardonnay, to appeal to North American markets.6 ° If this were to
happen, many vineyards would lose their time-honored, traditional appeal
and become lost in mass wine markets.
Aware of the probability of product name dilution and loss of valuable
regional markets, the EU implemented legislation to protect GIs within the
Communities. 61 As part of the EU, the European Commission imposes
binding regulations that are applicable to all Member Countries. In 1992,
the EU adopted the Council Regulation 2081/92 which established what the
EU refers to as a "designation of origin" 62 (PDO) for specific agricultural
products.6 3 Among the justifications listed in the Preamble of the
Regulation are:
(1) production, manufacture, and distribution of certain products that are
important for the Communities' economy; (2) diversification of
agricultural production to achieve a balance between supply and
demand; (3) protection of rural areas by improving the rural economy;
(4) improvement of the quality of Communities'
products; and (5)
6
fairness of competition between producers. 4
The Regulation protects GIs as a separate form of IP from trademarks.
It creates a registry within the EU, providing GI protection for those
agricultural products that comply with specific, but non-exhaustive,
requirements. These requirements include, "evidence that a product

59. Id. at 41.
60. Id.
61. Press Release, European Commission, WTO Panel upholds EU system of protection
of "Geographical Indications" (Mar. 15, 2005) [hereinafter Europa] available at <europa-euun.org/articles/en/article_4458_en.htm>.
62. Britton Seal, Consorzio del Prosciuttodi Parma& Salumifico S. Rita Spa v. Asada
Stores Ltd. & Hygrade Foods Ltd: Classic Protectionsim - Thin Ham Provides Thick
Protectionfor Member State Domestic Goods at the Expense of the European Common
Market, 12 TuL. J. INT'L & COMP. L. 545, 548 (2004).

63. Id. at 548. Note that a PDO is essentially a GI.
64. Id.
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originates from a particular area, the original or local methods of producing
the product, and details of the link between the product and the geographic
region.' 65 If a PDO is approved and registered by the Commission, the
regulation protects the PDO from commercial use of the registered name by
others within the EU. Therefore, while TRIPs provides a higher form of
international GI protection through a registry for wine and spirits, the EU
extends this higher protection to agricultural products.
In order for a PDO to be registered, it must be introduced to the EU
Commission by a Member State.66 A party wishing to use a PDO begins
by completing an application with the Member State of where the
geographical region is located. If the State decides the application meets
the PDO requirements, it forwards the application to the Commission for a
decision on whether it will be recognized throughout the EU.67 If the EU
recognizes the PDO, the PDO will "be protected against commercial use of
the name, misuse or imitation of the name, addition of words such as 'style'
or 'type' to the end of the name, and any other indications designed to
mislead consumers as to the origin of the product., 68 If a particular PDO
leads to a dispute within the EU, it will be settled by the European Court of
Justice.
B. Protectionfor GIs within the United States
Contrary to the EU, the United States advocates reduced international
protection for GIs. Because the United States has its own unique position
within the international community, it is logical that it would maintain this
perspective. First, while the United States is culturally diverse, it is a
single country and one international power. Therefore, unlike the EU, the
United States does not need to utilize IP to maintain the distinctness of
particular regions. Instead the United States uses IP, like trademarks, to
support its business-centricperspective. Second, because the United States
is a former colony of the UK, inheriting European terminology, it has been
using many European GIs as generic terms for decades. Being forced to
retract these generic names would be not only logistically difficult, but also
expensive.
As previously indicated, the United States does not recognize a GI as a
separate IP right from a trademark.69 In the case of In re Charles S. Loeb

65.
66.
67.
68.
69.

Id.at 545.
Id. at 549.
Id.
Id.
Murphy, supra note 8, at 1191.
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Pipes, Inc., a federal circuit court ruled that producers may not claim an
exclusive property right to GIs.7 ° Moreover, the U.S. proposal for the
initial TRIPs negotiation session did not so much as mention GIs. 71 In
contrast to the EU, the U.S. Trade Representative (USTR) discouraged the
"coexistence mechanism" of GIs and trademarks.72 Scholar Elizabeth
Barham proposes that this position is a result of the overriding traditional
business-oriented American perspective.7 3 She states that "the United
States is familiar and comfortable with trademarks as a way of protecting
IP associated with a business, oriented as it is towards liberal economic
theory based on individual ownership. 74 Because GIs are a form of
communal property without strict boundaries, they run afoul to the
American capitalist view of society.
Therefore, the United States protects GIs through trademark law, by
judicial enforcement of unfair competition laws, and by administrative
regulation of alcoholic beverage labeling and advertising.75 The U.S.
implementation of Articles 22 through 24 of TRIPs falls under the domain
of the Bureau of Alcohol, Tobacco, and Firearms (ATF) labeling laws and
the U.S. Patent and Trademark Office's (PTO) administration of the
Lanham Trademark Act of 1946.76 If GIs and trademarks come into
conflict internationally, the U.S. Trademark Association publicly takes the
position of a "first in time,
first in right" priority system, much like
77
traditional trademark law.
The ATF regulates wine and spirits, providing three tiers of protection
for what it refers to as "geographic significance. 7 8 The three tiers of
protection depend on whether the alcohol is classified as "generic," "semigeneric," or "non-generic., 79 "Generic" terms do not receive protection.
"Semi-generic" terms can be used by producers outside the producing
region if "the packaging also discloses the good's true origin, and so long

70. In re Charles S. Loeb Pipes, Inc., 190 U.S.P.Q. (BNA) 238, 242 (1976).
71. Murphy, supra note 8, at 1192.
72. R. Corbin Houchins, U.S. Protection of Geographical Indications of Origin 17
(Oct.
26,
2004)
(unpublished
manuscript
available
at
<www.grahamdunn.com/pdfs/rchnov2004.pdf>).
73. Elizabeth Barham, Translating Terroir: The Global Challenge of French AOC
Labeling, 19 J. RURAL STUDIES 127, 129 (2003).
74. Id.
75. Houchins, supra note 72, at 17.
76. Murphy, supra note 8, at 1192.
77. Houchins, supra note 72, at 14.
78. 27 CFR § 4.24.
79. Murphy, supra note 8, at 1193.
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80
as the newcomer comports with the corresponding 'standard of identity.'
In his analysis of American GIs, Kevin Murphy provides an illustrative
example of "semi-generic" protection. He writes that producers may call a
bottle of wine a "California Chablis" or "American Champagne," if "the
product's characteristics approximate those qualities that comprise the
'standard of identity' of Chablis or Champagne.",8 1 This "semi-generic"
protection is permitted under Article 24(4) TRIPs as part of a compromise
reached during the TRIPs negotiations. Finally, "non-generic" terms82 can
only be used to indicate wines "of the origin indicated by such name.,
GI protection is also provided in the Lanham Trademark Act of
1946.83 The Act provides protection in the definition of a "certification
mark," stating:
A certification mark can be "any word, name, symbol, or device, or any
combination thereof--(1) used by a person other than its owner, or (2)
which its owner has a bona fide intention to permit a person other than
the owner to use in commerce and files an application to register on the
principal register established by this Act, to certify regional or other
origin, material, mode of manufacture, quality, accuracy, or other
characteristics of such person's goods or services or that the work or
labor on the goods 84or services was performed by members of a union or
other organization.

For example, "Roquefort" was given trademark registration No.
571,798, indicating that "the Community of Roquefort certifies that use of
the mark indicates the product was made entirely from sheep's milk and
cured in the Community's natural caves. 85 U.S. registration of a
certification mark is not a condition for validity. "Prior use of a GI
resulting in public awareness of its function creates86 rights superior to a
junior user, even if the junior user is first to register."
The Act does not prohibit those indicators that are merely
"misdescriptive" of a good's place of origin.87 Instead, a violation occurs if
80. Id.; 27 CFR §4.24(b)(1).
81. Murphy, supra note 8, at 1194.
82. Id.
83. Trademark Act of 1946, Pub. L. 79-489, 60 Stat. 427 (Lanham Act), 15 U.S.C.
§ 1054 (1999) [hereinafter Lanham Act].
84. Id. at § 1127 (emphasis added).
85. Houchins, supra note 72, at 2.
86. Id.; Institut National Des Appellations D'Origine v. Brown-Forman Corp., 47
USPQ2d 1875 (TTAB 1998).
87. Lanham Act, supra note 83, at § 1052(e)(3) (stating that any trademark which
serves to distinguish one producer's good from another is eligible for protection under the
statute unless it "[clonsists of a mark which ... is merely descriptive or deceptively
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it is the "primary significance" of the indicator to provide a false or
inaccurate representation of an actual geographic origin and if consumers
infer a mistaken "goods/place association" from the false or inaccurate
indicator.88 The Act permits parties to register GIs with the PTO, giving
them the same protection as trademarks. This type of protection is
obtainable only if the indicator is "distinctive . . .in connection with the
applicant's goods in commerce," which is proven with five years of
"substantially exclusive and continuous use., 89 Violations of the Act are
governed under federal unfair competition laws.
IV. Analysis of the EU System of Protection for GIs
Many scholars have been critical of the European protection of GIs
because it comes at the detriment of other countries, including the United
States. However, protection for this particular form of IP is not unlike
protection for other forms in that most national IP systems will
disadvantage other countries in some way. This, in and of itself, has not
prevented other nations from implementing their own trademark or patent
systems, so it should not prevent the EU from implementing its own GI
system.
To begin, Britton Seal of Tulane University School of Law argues that
the current European GI registry system is flawed. 90 The European Court
of Justice (ECJ) has the obligation to balance the interests of maintaining
an open market in the European Communities with the desire to protect
regional products that represent distinct European cultures. 9' Seal states
that the ECJ seems to protect all PDOs, "regardless of how little the
specifications attached to them actually affect the quality or regional nature
of the product., 92 Because Member States have the primary role in
approving their own PDOs, he argues that the system is biased. Member
States, wishing to protect jobs and domestic products by creating a PDO in
their national legislation, are quick to register as many products as possible
to protect them from the free market. 93 Thus, Seal argues that the registry
system exploits GI protection. Whether this is in fact the case is
questionable because Seal does not provide essential data, such as the

misdescriptive").
88. Murphy, supra note 8, at 1194.
89. Id.at 1195.
90. Seal, supra note 62, at 564.
91. Id. at 563.
92. Id. at 564.
93. Id.
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number of applications for GIs and those that are actually approved.
However, if Member States are quick to approve GIs, they are doing
so at the benefit of their own economic and social interests. Even WIPO
asserts that because GIs are collectively owned by all the producers in the
specific region, "they are an excellent tool for regional or community-based
economic development., 94 Each Member Country has a say in what type
of product it wishes to concentrate in the European market, controlling its
nation's reputation and increasing its local wealth. Additionally, there are
many safeguards in place. A Member Country can only approve PDOs that
fulfill specific requirements as listed in Regulation 2081/92. Moreover, it
is not in the Member Country's best interest to approve all PDOs because it
would result in over-saturation, with these products losing their unique
appeal. Furthermore, the European Commission must give its final seal of
approval, counter-balancing over-zealous countries. Finally, even WIPO
encourages as much GI recognition for products as possible. In a report on
IP, WIPO stated that "any region that has a specialty associated with it,
where a quality link exists or can be established between the product and
the region, should consider the advantages of using a geographical
indication to distinguish its products from lower-quality, non-regional
competitors." 95 Therefore, even this reputable association encourages
increased use of GIs to strengthen local industry.
One can better understand the positive impact of GI protection to
strengthen local production when examining Australia's wine industry.
Although Australia joined the recent WTO suit against the EU, it uses GI
protection to increase the marketability of its local wine. Australian wines
have gained popularity in the past 15 years, partially because the country
implemented the Australia European Communities Wine Agreement to
protect GIs.96 WIPO reports that Australia has benefited tremendously
from such protection, referencing a wine company that used "icon
marketing, branding and the Australian wine indication to help increase
wine importation to the United Kingdom from 5,000 cases in 1986 to 1
million cases in 1994, and in 1995 claimed to be the top selling wine brand
97
in the United Kingdom."
Like Australia, Mexico also benefits economically from GI protection.

94. Idris, supra note 2, at 180.
95. Id.(emphasis added).
96. Australia European Communities Wine Agreement, Council Directive 94/184, art.
2-3, 1994 O.J. (L086) 1, 2 (EC), concerning the conclusion of an Agreement between the
European Community and Australia on trade in wine.
97. Idris, supra note 2, at 181.
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Tequila has been protected as a GI since 1977, and is produced in specific
regions where the agave plant grows. 98 Only five Mexican states hold the
right to produce this liquor. A WIPO report reveals that the sale of tequila
has had an 83 percent increase in the past five years, and gives direct
employment to over 36,000 Mexicans because of GI use. 99
Another scholar, Xuan-Thao N. Nguyen, argues that Europe's robust
GI protection infringes on words that have become generic. In his critical
piece, Nguyen writes that the EU is insisting on protecting generic words
that have become part of common international language, such as
"mozzarella," "parmesan," and "champagne."' 100 He argues that if the EU
gets its way with what has been called "the claw-back agenda," different
names must be used for those various products, resulting in massive
confusion.' 0' Nguyen also questions who will be responsible for the
expenses incurred in recapturing these generic names if no single business
source can be identified as the ultimate GI owner.
Nguyen overstates the potential problems. First, the EU's registry
system is applied only within the EU, so the market which would be lost by
businesses using these generic terms is confined to Europe. Second, while
businesses will face financial difficulties as a result, they can be
compensated for by the protected GI region. Of course this is not ideal, but
similar types of monetary concessions have been made when it comes to
issues relating to other forms of IP. For example, during the anthrax
emergency, the United States compensated the drug company Bayer for use
of the patented drug Cipro. Even the U.S. Department of Commerce
proposed such compensation could take the form of a compromise. 10 2 In
reference to generic wine names, the Commerce Department has suggested
a potential compromise with "mutual acceptance of U.S. winemaking
practices, reductions to EU wine tariffs and subsidies and the removal of
market restrictive EU certification and labeling requirements," with a
phase-out plan lasting years. 10 3 Third, enforcement would not be difficult,
as it would be regulated by the EU according to Regulation 2081/92.
Most importantly, the EU recognizes that there is a need for national
IP systems to adjust with their economic and social needs. Many countries
change their IP laws depending on their current situation. For example, for

98.
99.
100.
101.
102.
103.

Id.at 181.
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Nguyen, supra note 4, at 763-64.
Id.at 766-67
Dudas, supra note 48, at 3.
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decades, India essentially did not allow the patenting of pharmaceuticals,
but recently changed its position in response to increased national growth.
Europe simply adjusted its GI system, instead of its patent system. While
the European position may be disadvantageous to other countries, this is
merely a part of transacting within the international IP arena. Just because
the EU's system of GI protection comes at the detriment of some
businesses and countries, does not mean its perspective is incorrect.
Nguyen also argues that most geographical names do not identify a
single business source or a definite group of business sources, like a
trademark does. °4 Therefore, he asserts that the boundaries of the region
that can definitively claim the right to use the GI is difficult to determine. 0 5
For example, even Member States within the EU are in disagreement about
which region may claim the GI "feta.' ' 10 6 This is also not a deterring
problem for the EU. The producers that are designated as owners of the
PDO have the right to use and enforce that PDO. It is the Member States
and the European Commission who first determine if these producers fulfill
the PDO requirements. Any dispute is settled by the ECJ, just like all
disputes over rightful owners of other forms of IP are settled within the
adjudicative system. Determining the owner(s) of a GI is no different from
determining the owner of a patent.
V. The Case of Anheuser Busch (the United States) vs.
Budejovicky Budvar (the European Union)
A. FactualBackground of the Case
The debate concerning GIs came to the forefront in a recently resolved
case before the WTO with the United States and EU as opposing parties.' 0 7
In 1999, the U.S. government, at the urging of American beer producer
Anheuser-Busch, requested consultation with the EU pursuant to Article 64
of TRIPs regarding its Regulation 2081/92 on the protection of GIs for
agricultural products. When consultations failed, the United States filed a
complaint with the WTO, requesting that the WTO's Dispute Settlement
Body (DSB) establish a panel to settle the dispute. At the heart of the
matter was the protest of Czech brewer Budejovicky Budvar against
Anheuser-Busch's use of the trademark "Budweiser" within the European

104. Nguyen, supra note 4, at 765.
105. Id. at 766.
106. Id.
107. Rich Smith, Budweiser Still King in Europe, THE MOTLEY FOOL,
<www.fool.com/News/mft/2005/mft05031621.htm> (visited Mar. 28, 2005).
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Communities. The Czech brewer produced a beer with an EU-registered
GI called "Budejovicky," the town where the brewery is located and which
translates into "Budweiser." The brewer argued that the translations of the
registered GI were also protected under EU Regulation 2081/92 and thus,
Anheuser-Busch would have to cease using the name "Budweiser" within
the EU.
Using Anheuser-Busch's dilemma as an example, the United States
raised two claims with regard to the European GI registration system.
First, the United States argued that EU Regulation 2081/92 imposed
barriers to registration and protection for non-EU regional products, and
was therefore, in violation of TRIPs obligation of national treatment with
respect to non-EU goods.10 8 Second, the United States argued that the EU
Regulation would prevent trademark owners from enforcing their
trademarks in the European Communities because they could not prevent
confusing uses of similar GIs as in the case of Anheuser-Busch and the
Czech brewer. Under Regulation 2081/92, businesses cannot use GIs that
could be confused with an EU-registered GI, unless they are one of the
authorized users of the GI.10 9
On March 15 2005, the WTO reached a decision that allows
Anheuser-Busch to continue marketing its trademarked "Budweiser" within
the European Communities. In its decision, the WTO ruled that the EU
discriminated against American and Australian producers in failing to grant
them rights to use GIs for their agricultural products in violation of TRIPs'
national treatment obligation." 0 Thus, the EU must change its regulations
"to permit the use of one trademarked name by one producer, when that
name, under another translation, has been registered as a GI, so long as
consumers will not be confused by the simultaneous use of both names by
different producers." 11' U.S. companies may now obtain GI protection for
American products, such as Florida oranges, through the EU agricultural
registry system. Additionally, the WTO held that GI protection offered by
registration within the EU does not apply to linguistic
translations, and
' 12
thus, "Budweiser" can be marketed as "Budweiser."

108. TRIPS, supra note 30, at art. 3.1.
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B. The Ruling's Impact on the EU
Both sides of the Anheuser-Busch case have claimed a victory. The
USTR asserts that this ruling affirms the American position that GIs should
not undermine trademark rights. 1 3 Meanwhile, the EU also claims this
ruling as supportive of its position. On its governmental homepage, on the
date of the ruling, the EU stated:
A report by a WTO panel published today confirms that the EU system
of protection of geographical indications for agricultural products
complies with WTO rules ...the WTO ruled that the EU's system for
protecting these names is essentially compatible with WTO rules,
including the requirements of .the TRIPs Agreement. The WTO
confirmed in particular that geographical indications can coexist with
prior trademarks. The ruling confirms the rights of
the holders of
114
Europe's approximately 700 Geographical Indications.
In fact, the ruling is supportive of the EU's position on GIs. The
WTO decision upheld the EU system of granting increased GI protection to
agricultural products, and recognized that GI protection can coexist with
trademark protection, as two separate forms of IP.
EU Trade
Commissioner Peter Mandelson emphasized that "by confirming that
geographical indications are both legal and compatible with existing
trademark systems, this WTO decision will help the EU to ensure wider
recognition of geographical indications and protection of regional and local
product identities."' 1 5 Furthermore, the EU claims its system was always
open to GI registration of GIs from third countries, but must clarify its rules
to "allow producer groups from third countries to apply directly rather than
'
having to go through their governments." 16
Additionally, the United States and Australia failed in a number of
their complaints. The WTO Panel upheld the EU Regulation's inspection
requirements and the "obligation to clearly identify the origin of the
product on the product labeling if the label included a GI registered in the
non-European country that was identical to one already registered in the
EU."' 1 7 Furthermore, while the WTO Panel found the Regulation to be
inconsistent with Article 16.1 of TRIPs with respect to the coexistence of

113. Houchins, supra note 72, at 17.
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GIs with prior trademarks, it is justified by TRIPs Article 17 as an
exception:
Members may provide limited exceptions to the rights conferred by a
trademark, such as fair use of descriptive terms, provided that such
exceptions take account of the legitimate interests of the owner of the
trademark and of third parties.118
Because the Regulation is limited to GIs used only as GIs, the
Regulation fell within Article 17's exception. Neither party has appealed
the decision, and the DSB adopted the WTO Panel's report on April 20,
2005. 119
In essence, the WTO ruling vindicated the EU's position that
heightened GI protection for agricultural products is justifiable within the
international community. While there are certain restraints to its national
protection, the ruling acknowledges that GIs can exist as a separate form of
IP. In its decision, the WTO Panel stated that "the boundary between GIs
and trademarks is defined by Article 24.5 [of TRIPs] which provides for
coexistence with earlier trademarks., 120 The Panel simply suggested that
the EU amend the Regulation to include provisions for equivalence and
reciprocity conditions to keep it inline with TRIPs. 12 1 By affirming the coexistence of the two forms of IP, in essence the WTO is affirming the
European perspective of using GI protection for its economic and social
needs.
Conclusion
This essay sought to explain why the European perspective for robust
GI protection is both a creative and justifiable way of utilizing IP to a
territory's economic advantage. IP has become one of the most important
assets for not only businesses but also entire nations. Traditionally, IP,
such as copyrights, patents and trademarks, are used on the business level.
However, the EU found that use of IP on the regional level, via GIs, is a
way in which to generate tremendous national economic wealth and social
value. Simply because its system of protection comes at the disadvantage
of other countries is not necessarily a reason to deny that such a form of IP
can coexist with other forms, like trademarks. If that were the case, many
118. TRIPS, supra note 30, at art. 17.
119. Press Release, WTO Dispute Body Adopts Rulings on EC Protection of
Geographical Indications and on US Gambling Measures (Apr. 20, 2005), at
<www.wto.org/english/newse/news05_e/dsb 20apr05_e.htm> (visited Nov. 27, 2005).
120. WTO Ruling, supra note 1, at § 7.583.
121. Id. at § 8.5.
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countries' patent systems would collapse.
The EU has a unique position within the international community. It
is not one single nation, but an alliance of over twenty nations for trade and
economic purposes. Therefore, it has the difficult task of maintaining this
cohesive unit, while protecting the distinct identities both socially and
economically of each of its Member States. Utilizing GI protection is an
ingenious way of achieving this balancing task. By granting GI protection
to wine, spirits and agricultural products, the EU is able to encourage
product recognition for its regional communities. This maintains, if not
strengthens, the economic growth of these regional communities.
Additionally, from a social perspective, such protection preserves the
unique culture of each Member State. Much of the appeal of European
travel is the ease with which tourists can experience distinct cultures that
are in such close proximity. Strong GI protection only recognizes this
attraction. Furthermore, another part of the attraction of Europe is the
elitist, gourmet tradition of "Roquefort" cheese, Belgian chocolates, and
"Bordeaux" wine. GI protection maintains and enhances these economic
resources.
The recent ruling by the WTO supports the European position that GI
protection as a separate form of IP is justifiable within the international
community. While there are some restraints that must be implemented to
the EU's registry system, it can continue to attempt to strengthen its
regional economies through the use of GIs. If the EU can advocate GI
protection for additional non-food items, such clothing or furniture, it
would only be to its economic and social advantage.

